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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
----------------------------------------------------------x 
GMA ACCESSORIES, INC., 
 

  Petitioner,      
 

- against  –     PETITION FOR  CANCELLATION 
 
CAPPELLI STRAWORLD, INC.,         
 

Respondent.  
------------------------------------------------------------x 
 
Mark: CAPPELLI  
Reg. No.:  2,670,642 
Registration Date:  Dec. 31, 2002 
 
 
 Petitioner GMA Accessories, Inc. (“GMA”), through its undersigned counsel of 

record, hereby seeks cancellation of the above mark registered on the supplemental 

register to CAPPELLI STRAWORLD (“STRAWORLD”) in International Classes 18 and 

25, and in support thereof respectfully submits as follows: 

 

1. The GMA Mark consist of words only, with the dominant word CAPELLI 

prominently appearing in block letters. 

2. The use of the word CAPELLI in connection with GMA’s products is 

arbitrary. 

3. The GMA Mark CAPELLI has been continuously used, on a nationwide 

basis, in connection with GMA’s products since 1993, and GMA has incurred substantial 

expense in promoting and advertising its products under the GMA Marks. 

4. In support of its application, respondent STRAWORLD alleged its earliest 

first use and first use in commerce to be April 10, 2002. 



 

5. STRAWORLD’S Mark consists of words only and prominently 

incorporates the word CAPPELLI in block lettering.  

6. STRAWORLD alleges use of its mark in connection with handbags and 

hats in International Classes 18 and 25 as early as April 10, 2002. 

7. The items with which the STRAWORLD commenced identifying with the 

mark CAPPELLI are strikingly similar to those goods that were already being identified 

in commerce by GMA for many years before as CAPELLI. 

8. In determining whether there is a likelihood of confusion, courts will 

consider whether the marks themselves are similar in appearance, sound, connotation 

and commercial impression.  In re. E. I. Dupont de Nemurs & Co., 476 F.2d 1357, 177 

U.S.P.Q. 563 (CCPA 1973).  

9. Numerous courts have found a likelihood of confusion notwithstanding the 

inclusion of additional words, prefixes or suffixes.  In re Denisi, 225 U.S.P.Q. 624 (TTAB 

1985);  CFM Majestic, Inc. v. NHC, Inc., 93 F. Supp.2d 942 (N.D. Ind. 2000);  Trident 

Seafoods Corp. v. Triton Fisheries, LLC., 2000 WL 33675750 at * 6 (D. Alaska June 30, 

2000); 3 McCarthy on Trademarks §§ 23:55-23:56 at 23-164 through 23-169.   

10. In determining whether there is a likelihood of confusion, the goods or 

services are to be compared to be determined if they are related or if the activities 

surrounding their marketing are such that confusion as to origin is likely.  In re August 

Storck KG, 218 USPQ 823 (TTAB 1983); In re International Telephone and Telegraph 

Corp., 197 USPQ 910 (TTAB 1978); Guardian Products Co., v. Scott Paper Co., 200 

USPQ 738 (TTAB 1978). 
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11. The goods of the parties need not be identical or directly competitive to 

find a likelihood of confusion.  They need only be related in some manner, or the 

conditions surrounding their marketing be such, that they could be encountered by the 

same purchasers under circumstances that could give rise to the mistaken belief that 

the goods come from a common source. In re Martin’s Famous Pastry Shoppe, Inc., 

748 F. 2d 1565, 223 USPQ 1289 (Fed Cir. 1984); In re Corning Glass Works, 229 

USPQ 65 (TTAB 1985); In re Rexel, Inc., 223 USPQ 830 (TTAB 1984); Guardian 

Products Co., Inc. v. Scott Paper Co., 200 USPQ 738 (TTAB 1978); In re International 

Telephone & Telegraph Corp., 197 USPQ 910 (TTAB 1978). 

12. The STRAWORLD Mark is similar to the GMA Mark in appearance, 

sound, connotation and commercial impression. 

13. The goods that the STRAWORLD seeks to identify by its mark are 

commercially similar and will be marketed in similar commercial channels as GMA’s 

products. 

14. While STRAWORLD won the race to the Trademark Office in terms of 

filing an application and obtaining registration on the supplemental register before GMA, 

priority and ownership of a trademark arises not out of adoption and registration but out 

of use and appropriation. United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90 

(1918); Buti v. Impressa Perosa, S.R.L., 139 F.3d 98 (2d Cir.1998); Warnervision 

Entertainment, Inc. v. Empire, 101 F.3d 259 (2d Cir. 1996). 

15. Had STRAWORLD properly represented GMA’s prior use and/or had the 

examiner been aware of it, registration even on the supplemental register would have 

been denied and therefore the mark should be canceled under 15 U.S.C. 1092. 
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16. The Board may cancel a registration on the supplemental register within 5 

years of its registration for any reason that would have been sufficient to deny its initial 

registration and the cancellation of the mark is not appealable as there is no 

presumption to validity of the mark.  See e.g. 15 U.S.C. 1094. 

 

WHEREFORE, GMA respectfully requests that the CAPPELLI registration be 

canceled. 

 

Dated:  September 28, 2005 
 
 
 
 
 
       Respectfully submitted, 
       THE BOSTANY LAW FIRM 
 
 
 
             
       By:  John P. Bostany 
        

40 Wall Street – 61st Floor 
       New York, New York  10005 
       (212) 530-4400 
       Attorneys for Petitioner 
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